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Office Action Summary 



Application No. 
09/214,155 



^plPRnt(s) 



Hiroaki Takayama et al. 




„ M the oove r sheet ^hlheloTrespondence address - 

appea rs on the 

3 MONTH(S) FROM 



Period for Reply REPLY IS SET TO EXPIRE 

S=S r= - 

. „ r.'p=- £5! r — — * - - ' 30 ' ' " ' d " _ „» « ,6, MONTHS *. — . - - «■ 

be considered timely. maximum statutory period will apply and wm 
S T» Responsive ,0 cor.muoic.ion.s, M 0, ^22^ ■ " 



9h)D This action is non-final. 
M B This action is FINAL. prosecution as to the mer.ts .. 

Disposition of Claims 

4}$ Claim(s) 3and4 



4a) Of the above, claim(s) 

5) H Claim(s) 

6) 63 Ciaim(s) lancM 

7) D Ctaimls 

8) D Claims 



is/are pending in the application, 
is/are withdrawn from consideration, 
is/are allowed, 
is/are rejected, 
is/are objected to. 




is/ 

10) 



The drawing(s) filed on 



is/are objected to by the Examiner 



is: a)D approved bP disapproved. 



, 1 )□ The proposed drawing correction filed on __- 

, 2)D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 under 35 U.S.C. § 119W-W) 

^ 3) D Acknowledgement is made of a claim for foreig 

.»p All b)D Some* c)D None of: 

2 . □ Cer.i„ed copies o, «. P»*W have receive, in , 



2 . D Ce.ti.ie6 ccpies o, .he priori., document » ™ - „ Natlona , stage 

3 H copies o. .he ce.,i«ed "PW^&S?^ ' «<"»• . „ d 
J - - applicalion from the Inte ™t»™ „ ot receive d. 

See ,h. attached detailed O.hce acton , . a » o ^ ^ 



•See .h. attached detaiied 0 ce » ' ^ under 35 U.S.C. , 1 1M. 

1 4 )D Acknowledgement is made of a cla.m tor 

Attachmentlsl 



15 , □ Notice of References Cited (PTO-892) 

, „ D Not.ce of Draftspersons Paten, Drawing Bevie» (PTO-948, 

, 7 , D Infom^n W- Statement!*) ,PT0-t44 9 , Paper Mo W . 



18) □ interview S^ma-y (PTO-4131 Paper Nols). 
ia , □ Notice of Informal Patent Application (PTO-1 52) 
20|Q Other: 



ij S. Patent and Trademark Office 

PTO-326(Rev 9-00) 
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Applicatio 
Art Unit: 1616 



Final Action on Merits 
Status of the Application 

Claims 3 and 4 are pending and are rejected- 
No claim is allowed. 

Claims 1 and 2 - canceled. re _ considerat ion, 
applicant's response and request for r 

22 dated 4/4/01 is hereby acknowledged, 
filed in paper no. 22, date 

^ „pre fully considered but are n 
» „n «nt's arguments were ium 

" e C a- 3 and 4 are entered nowever, — m 

persuasrve. Cla,. a the syntn etic scheme on page 32' is 

specl f 1C atio„ by inserts a ^ 
no t entered. It constitutes new ma ^ ^ 

^= thp difference in conixy" 
of the invention is the di examp le is 

■ wi il not be entered. The compound of examp 
in specification will not 

n , m the original specification. 
205 but the scheme was not m the 

^ v is U S C. 103(a) as being 
, . o rP ip r ted under 3b u.b.^. 
1. Claim 3 re 3 ectea ciaim 

4. ,1 nis Patent b,»M/-i-" 0 ' 
, ah1p OV er Miyamoto et al. (Ub 
patentable ove 1Q3 (a) as be i„g unpatentable over 

un ^ ^ Ch em. socvol. U4, «o. 25, 

Trost M . Barry et al. ^ ^ 

as^tfi-45) is maintained. 
(1992), pages 9836 4b) 

The arguments and reasoning is confusrng = - 

uh atnas been accomplisbed by tne provided results. 
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716.02(e). The concentration of each compound compared is not the 
same . 

1. Claims 3 and 4 provisionally stand rejected under the 
judicially created doctrine of obviousness-type double patenting 
as being unpatentable over claim 3 and 4 of copending Application 
No. 09/068219. Although the conflicting claims are not 
identical, they are not patentably distinct from each other. 

Applicant's copending application 09/214,155 contains the 
same invention as claimed in this instant application 09/068,219. 
In the instant applications applicants are claiming 20-S 
compounds whereas in 09/068,219 the compound with 20-R are 
claimed. These compounds are considered obvious over the other. 

This is a provisional obviousness-type double patenting 
rejection because the conflicting claims have not in fact been 
patented . 

Conclusion 

2. THIS ACTION IS MADE FINAL. Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS of 
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the mailing date of this final action and the advisory action is 
not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will expire 
on the date the advisory action is mailed, and any extension fee 
pursuant to 37 CFR 1.136(a) will be calculated from the mailing 
date of the advisory action. In no event, however, will the 
statutory period for reply expire later than SIX MONTHS from the 
mailing date of this final action. 



Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Sabiha N. 
Qazi, whose telephone number is (703) 305-3910. The examiner can 
normally be reached on Monday through Friday from 8 a.m. to 6 
p.m. The fax phone number for this Group is (703) 308-4556. 
Any inquiry of a general nature or relating to the status of this 
application or proceeding should be directed to the Group 
receptionist whose telephone number is (703) 308-1235. 
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